THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ABRAMS, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-21, which constitute all of the

clainms of record in the application.

! Application for patent filed Decenber 21, 1995.
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The appellant's invention is directed to conputer software
(clains 1 and 2), a conputer nethod (clainms 3, 4, 14 and 15),
and a conputer system (clains 5-13 and 16-21) for providing a
gane. The cl ainms on appeal have been reproduced in an appendi X

to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the
final rejection are:

Li psconb et al. (Lipsconb) 5,473, 687 Dec. 5,
1995

Ken Perlin, (Perlin), “Real Tine Responsive Animation with

Personal ity,” | EEE TRANSACTI ONS ON VI SUALI ZATI ON AND COVPUTER
GRAPHI CS, Vol . 1, No. 1, March 1995, pp. 5-15.

THE REJECTI ONS

Claims 1, 3-7, 9 and 10-12? stand rejected under 35 U S. C

8§ 102(e) as being anticipated by Lipsconb.

2 Caiml1l was not listed in either of the rejections in
any of the examner’s papers. However, it would appear that
it should have been placed under the Section 102 rejection, in
that it depends fromclaim 10, and we have so considered it.
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Clains 2, 8 and 13-21 stand rejected under 35 U S.C. § 103
as bei ng unpatentabl e over Lipsconb in view of Perlin.

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejections and the
conflicting viewpoints advanced by the exam ner and the
appel l ant regarding the rejections, we nmake reference to the
final rejection (Paper No. 8) and the Appellant’s Briefs

(Papers Nos. 14 and 16).

OPI NI ON
The Rejection Under 35 U.S.C. § 102(e)

The appellant’s invention relates to a conputer gane that
can be played sinultaneously by a | arge nunber of users.
| ndependent claim1 is directed to conputer software stored in
a conputer nenory, which conprises neans for receiving
el ectronic map data and an environnent grow ng code for grow ng
an environnent fromthe map data. |ndependent claim3 is
directed to a conputer nethod conprising steps that include
these two features. As explained by the appellant, “grow ng an
environnment” is intended to nmean enhancing the two di nensi onal

presentation provided by the map with additional information to
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construct a sinulated city or the like so that the gane becones

nore conplex and interesting and can support nore pl ayers.
These i ndependent clains stand rejected as being

anti ci pated® by Lipsconb, which is directed to a nmethod for

retrieving secure informati on froma database. One of the

obj ectives of the Lipsconb invention is to discourage users who

receive information fromthe database frominproperly using it

wi t hout providing suitable conpensation to the owner. To this

end, Lipsconb “explodes” the data itens to an inconveniently

| arge size by adding a mass of neani ngl ess data so that the

user will be discouraged fromnmaintaining it in a pernmanent

dat abase or passing it to others. There is no nention in

Li psconb of using the systemin the context of a gane, nor of

el ectronic map data or an environnment grow ng code.

Nevert hel ess, the exam ner has taken the position that the

subject matter of clainms 1 and 3 is anticipated by Lipsconb.

Wil e the exam ner has not explained his rationale in detail,

3 Anticipation is established only when a single prior art
reference discloses, either expressly or under the principles
of inherency, each and every elenent of the clained invention.
See, for exanple, In re Paulsen, 30 F.3d 1475, 1480-1481, 31
USPQd 1671, 1675 (Fed. Gir. 1994).
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apparently it is his theory that the Lipsconb system can be
considered to be a “ganme” and the information processed by the
systemto constitute an “environnent,” and that Lipsconb
“grows” this environment froma small to a | arge one (see
Answer, page 3). W do not agree. There is no support in

Li psconb for the exam ner’s position; fromour perspective,

Li psconb does not disclose either of the two elenments required
by clains 1 and 3, and therefore clearly does not anticipate
the subject matter recited therein.

We therefore will not sustain the rejection of independent
claims 1 and 3 or, it follows, of clainms 4-7, 9 and 10-12,
whi ch are dependent fromclainms 1 and 3 and have been rejected
on the same basi s.

The remai ning clains stand rejected as bei ng unpat ent abl e
over Lipsconb in view of Perlin. The examner’s position with
regard to this rejection is that Lipsconb teaches all of the
subject matter recited except for presenting avatar* data,
which is taught by Perlin, and that one of ordinary skill in

the art would have found it obvious to conbine the teachi ngs of

4 "The PC user’s persona in the virtual world”
(appel l ant’ s specification, page 6).
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these two references in such a manner as to neet the terns of
the clains because “the teaching of Perlin is conpatible with
the architecture of Lipsconb” (Paper No. 8, page 3). CCaim?2
depends fromclaim1l, and clains 8 and 13-15 depend from cl ai m
3, and so all include the el enents which we found above were
not present in Lipsconb. It is our view that, even considering
Li psconb in the light of 35 U S.C. § 103,° the shortcom ngs of
this reference that existed with regard to the Section 102
rejection remain, and they are not alleviated by Perlin. There
is no disclosure or teaching of the clained elenents in either
of the references and the exam ner has not expl ained, nor can
we perceive on our own, any teaching, suggestion or incentive
in either reference which would have | ed one of ordinary skill
inthe art to nodify the teachings of Lipsconb in such a manner
as to neet the terns of these clains.

We reach the sanme conclusions, for the same reasons, with
regard to independent claim 16 and dependent clains 17-21.

Claim 16 does not require the presence of nmap data, but recites

> The test for obviousness is what the conbi ned teachings
of the prior art would have suggested to one of ordinary skil
inthe art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981).
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central processor nmeans for generating an environment with
avatars therein, and neans for comuni cating portions of the
environnent to distributed processor neans. W differ fromthe
examner in that it is our opinion that Lipsconb does not
di scl ose an “environnment” in keeping with the interpretation
established in the appellant’s specification for this term
| nasnmuch as Perlin nerely discloses the use of avatars in
conput er presentations, and does not cure the defect in
Li psconb, a prina facie case of obviousness is lacking on its
face. Moreover, we fail to perceive any suggestion that would
have notivated one of ordinary skill in the art to nodify the
t eachi ngs of Lipsconb in such a nanner as to neet the terns of
claim 16 other than the luxury of the hindsight afforded one
who first viewed the appellant’s disclosure. It is axiomatic
that this is not a proper basis for a rejection under Section
103.

For the reasons set forth above, we will not sustain the

rejection of clains 2, 8 and 13-21.
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SUMVARY
Nei ther of the rejections is sustained.

The deci sion of the exam ner is reversed.

REVERSED

JOHN F. GONZALES
Adm ni strative Patent Judge
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